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Status 

1 )K Responsive to communication(s) filed on 29 July 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) G Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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4) ^ Claim(s) 1-46 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-28.34.35,37-39 and 44-46 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IS1 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on Is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election/Restrictions 
DETAILED ACTION 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-28, 34-35, 37-39 and 44-46, drawn to a composition, classified in 
class 524, subclass 270 and class 521, subclass 75. 

II. Claims 29, 32, 33 and 36, drawn to a laminate, classified in class 428, 
subclass 355 EN. 

III. Claims 30-31 and 40-43, drawn to a process of blending, classified in 
class 366, subclass 144. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product, and the species are 
patentabiy distinct (MPEP § 806.05(j)). In the instant case, the intermediate product is 
deemed to be useful as an unsupported film and the inventions are deemed patentabiy 
distinct because there is nothing on this record to show them to be obvious variants. 

3. Inventions III and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
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(MPEP § 806.05(f)). In the instant case the nanoparticles can be partially exfoliated 
before adding them to the liquid. 

4. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

5. During a telephone conversation with Donald Schurr on 4/26/06 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-28, 
34-35 and 37-39. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 29-33, 36 and 40-43 are withdrawn from further consideration 
by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Specification 

7. The disclosure is objected to because of the following informalities: On page 7, 
Iines17-18, PVB and PVF are identified as being copolymers of PVOH. This is 
incorrect. 

Appropriate correction is required. 
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Claim Objections 

8. Claim 44 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form. The intended use does not further limit the composition. 

Claim Rejections - 35 USC §112 ^ 

9. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

10. Claims 1-28. 37-39 and 44-46 are rejected under 35 U.S.C. 1 12, first paragraph, 
because the specification, while being enabling for a hot melt adhesive, does not 
reasonably provide enablement for other kind of adhesives and dispersions. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the invention commensurate in 
scope with these claims. See page 2, lines 28-29. 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

12. Claims 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

13. The term "resistant" in claim 4 is a relative term, which renders the claim 
indefinite. The term "resistant" is not defined by the claim, the specification does not 
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provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. How resistant is 
resistant? 

Claim Rejections • 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

14. Claims 1-10, 12, 14-28, 34-35, 37-39 and 44-46 are rejected under 35 
U.S.C. 102(b or e) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Flanagan et al. 3,644,245,Yazaki et al. 4,548,985, Wang et al. 6,143,818, 
Peacock 5,574,084, Kolb et al. 6,586,483, Butterbach et al. 6,677,394 or Chheang et al. 
2003/0100654. 

1 5. Flanagan et al. disclose a hot melt adhesive (HMA) containing EVA, glycerol 
ester of hydrogenated rosin, mineral oil and paraffin in claim 5.The EVA contains 4-16 
moles of ethylene per mole of vinyl acetate (claim 1 ). Yazaki et al. teach an HMA 
containing an anhydride-modified olefin mixed with an unmodified olefin and epoxidized 
oils in claim 1 . The anhydride is maleic anhydride (claim 3). The modified olefin is a 
blend of EVA and polypropylene or polyethylene (claim 4). Epoxidized oils are listed in 
claim 6: The unmodified olefin is polyethylene or polypropylene (See the Examples). 
Wang et al. divulge an HMA containing ethylene-propylene copolymer, olefin polymer, 
tackifier, plasticizer, wax and stabilizer in claim 1 , polyterpenes in claim 2, mineral oil in 
claim 3, EVA in claim 11 and polyolefin waxes in claim 12. Peacock reveals an HMA 
containing EVA, tackifier and modifier in claim 1 , dicarboxylic acids, among them 
dodecanoic acid, as the modifiers in claim 8, terpenes and rosin esters in column 2, 
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lines 22-37 and plasticizers in column 3, lines 35-38. Kolb et al. display a foam 
comprising a vehicle and surface-modified nanoparticles in claim 1 , identifies the vehicle 
as a blend of EVA and ethylene-propylene copolymer in claim 21 , a blend of polyvinyl 
butyral and EVA in claim 23, which vehicle is a hot melt adhesive (claim 42). The 
nanoparticles are modified by octanoic or dodecanoic acid (column 6, line 65-67). For 
water and organic liquids see column 8, lines 64-67, for plasticizers see column 10, line 
34. Foaming agents are listed from column 11 line 60 to column 12, line 65. 
Butterbach et al. describe an HMA containing pentaerythritol ester of abiotic acid (rosin), 
EVA, hindered phenol, polyethylene glycol and ethylene bis-stearamide in column 5, 
lines 1-10. Chheang et al. discuss an HMA containing polymer and not exfoliated 
organophilic clay in claim 1 , exfoliated clay in claim 2, tackifier in claim 9, smectite in 
claim 10, blends of EAA or EVA with polyethylene or ethylene-propylene copolymers in 
paragraph 0031 , reactive monomers, tackifiers and plasticizers in paragraph 0032, 
terpenes in paragraph 0046, particle sizes of the clay in paragraph 0071 and tackifiers 
and plasticizers again in paragraph 0073. Applicants' claims are not novel. In the 
alternative, it would have been obvious to one having ordinary skill in the art; at the time 
the invention was made, to select applicants' ingredients from a list of equivalents. 
1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (571) 272- 
1 124. The examiner can normally be reached on 7:00 a.m.-5:30 p.m. Tuesday-Friday, 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 



Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). i 
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